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DETAILED ACTION 

Response to Amendment 

1 . This action is responsive to an Amendment filed 7/10/2006. Claims 1-26 are pending. 
Claims 1, 13, 14, 26 are amended. 

Response to Arguments 

1 . Applicant's arguments, filed 7/10/2006, with regard to claims 1, 13, 14, and 26 have been 
fully considered, but they are not persuasive. 

Regarding claims 1 and 14, the applicant argues that Lev^s does not disclose preventing 
an item fi-om being stored to a storage format that was not selected (between a magnetic storage 
and an optical disc based medium); however, the examiner notes that the applicant lacks support 
for this particular limitation in the specification. The examiner acknowledges that the 
specification discloses allowing consumers to download a copy of a program for storage on a 
local device, for example a magnetic data store or other optical device (p. 2, 1. 17-18). The 
examiner fiirther acknowledges that the specification discloses that one or more, if not all, of the 
communications among the various components of Figure 1 can be encrypted (p. 9, 1. 7-12). The 
examiner notes; however, that the specification fails to disclose selecting between a magnetic 
based storage device and an optical based disc storage and restricting the item from being stored 
in the medium that was not selected. As such, the examiner finds the newly added limitation be 
new matter, thereby rendering the applicant's argument moot. 
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Regarding claims 13 and 26, the applicant argues that no new matter was added in the 
limitations. The examiner respectfully disagrees. Claim 13 recites "wherein said item is 
encrypted to prevent said item from being stored for the physical medium that was not selected" 
and claim 26 recites "wherein said item is encrypted as to prevent the storage of said item in a 
storage format that was not selected at the time of purchase." The applicant cites p. 2, lines 13- 
18 and p. 9, lines 2-12 in support of the limitation. The examiner notes that the specification 
fails to disclose selecting between a magnetic based storage device and an optical based disc 
storage and restricting the item from being stored in the medium that was not selected (see 
above). The examiner acknowledges that the specification discloses that one or more, if not all, 
of the communications among the various components of Figure 1 can be encrypted, and that the 
communications among the components can be authenticated on the sending side, the receiving 
side, or on both sides of each communication. This encryption does not necessarily "prevent 
said item from being stored for the physical medium that was not selected" or "prevent the 
storage of said item in a storage format that was not selected at the time of purchase" as recited 
in the newly added claim limitations. As such, the examiner finds the newly added limitations to 
be new matter, thereby rendering the applicant's argument moot. 



Claim Rejections - 35 USC § 112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 
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3. Claims 1, 13, 14, and 26 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter, which 
was not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. 

Specifically, claim 1 recites the limitation "storing said item in the selected physical 
medium, wherein said item is restricted fi"om being stored in physical medium that was not 
selected." 

Claim 13 recites the limitation "wherein said item is encrypted to prevent said item fi-om 
being stored for the physical medium that was not selected." 

Claim 14 recites the limitation "wherein said item is prevented from being stored in other 
storage formats that are capable of being selected at the time of purchase and additional copies of 
said item can be made is said selected storage format." 

Claim 26 recites the limitation "wherein said item is encrypted as to prevent the storage 
of said item in a storage format that was not selected at the time of purchase." 

Claim Rejections - 35 USC § 102 
1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 
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2. Claims 1-5, 7-12, 14-18, 20-25 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Lewis. 

Referring to claims 1, 3, 4, 10, 14, 16, 17, and 23, Lewis discloses a method of providing 
a program, comprising: 

a) sending electronic program guide information through a network to a receiver (p. 20, 
paragraph 203), said electronic program guide information comprising at least one 
selectable program identifier for initiating a purchase transaction for an item 
associated with said selectable program identifier (p. 9, paragraph 92)(Figs. 3A-3C); 

b) presenting said selectable program identifier; 

c) responsive to a selection of said program identifier, establishing a computer 
commimications link between said receiver and at least one remote server (p. 12, 
paragraph 126)(Fig. 4); 

d) downloading fi-om said remote server said item after being purchased wherein during 
said purchase transaction the item is selected as being capable of being stored for the 
physical medium of a magnetic based storage device or for a physical medium of a 
optical based disc storage device (p. 7, paragraph 76); 

Referring to claim 10, Lewis discloses presenting an electronic order form for said sale of said 
item associated with said selected program identifier, and uploading said electronic order form to 
said remote server via said computer communications link (Fig. 3C). 
Referring to claim 14, Lewis discloses selecting a storage format at the time of purchase and 
storing the item in the selected storage format (p. 20, paragraph 204). 
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Referring to claims 2 and 15, Lewis discloses the methods of claims 1 and 14, 
respectively, wherein said electronic program guide information is stored in said digital 
television receiver and includes information associated with programs previously broadcast for a 
predetermined time period (Lewis discloses that the user locates the starting point of the 
broadcast program which has been recorded on the system's built-in storage device through 
program menu displays on the VPR/DMS. Lewis further discloses that the user can scan 
backwards all broadcasts received within a limited time period)(p. 23, paragraph 241). 

Referring to claims 5 and 18, Lewis discloses the methods of claims 1 and 14, 
respectively, further comprising: determining said potential purchase transactions by querying, 
through said computer communications link, a plurality of additional remote servers, wherein 
selected ones of said plurality of remote servers are associated with different registered vendors 
(p. 12, paragraph 126). 

Referring to claims 7, 8, 20, and 21, Lewis discloses the methods of claims 1 and 14, 
further comprising: 

receiving said selected purchase transaction at said remote server through said computer 
communications link (p. 12, paragraph 132), 

Referring to claims 9 and 22, Lewis discloses the methods of claims 8 and 21, 
respectively, further comprising: 

billing a consumer account for said purchase transaction (p. 10, paragraph 98). 
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Referring to claims 11 and 24, Lewis discloses the methods of claims 1 and 14, 
respectively, wherein said computer communications link is an Internet connection (p. 14, 
paragraph 151)(Fig. 6). 

Referring to claims 12 and 25, Lewis discloses the methods of claims 1 and 14, wherein 
said item associated with said program identifier is a copy of said program in a physical medium 
(p. 21, paragraphs 213, 214, 215)(p. 25, paragraph 256). 

Claim Rejections - 35 USC §103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 6 and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable over Lewis. 
Referring to claims 6 and 19, Lewis discloses the methods of claims 5 and 18, respectively. 
Lewis further discloses debiting payment from a user account (p. 1 1, paragraph 116). Lewis 
does not disclose recalculating potential purchase transactions to include a service fee. The 
examiner takes Official Notice that it is well known within the prior art to update an electronic 
order form to reflect additional costs associated with the purchase. It would have been obvious 
to one of ordinary skill in the art at the time that the invention was made to modify Lewis to 
update a payment screen to reflect additional costs associated with a purchase such as that taught 
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by the prior art in order to inform a customer of the total amount that will be charged to their 
credit, checking, or debit accounts. 

Conclusion 

4. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS firom the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications firom the 
examiner should be directed to Michael Van Handel whose telephone number is 571.272.5968. 
The examiner can normally be reached on Monday-Friday, 8:00am-5:30pm. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Chris Kelley can be reached on 571 .272.733 1 . The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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